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Role of IP in Fashion Industry 

Shilpi Kumari 

Fashion Industry is one of the most 
innovative and emerging sectors. Every 
single day new products and ideas are 
brought up. Innovation and new ideas are 
the key factors in the fashion industry and 
hence no one can doubt the importance of IP 
protection and rights in the creation and 
marketing of products in the fashion 
industry, be it high fashion, luxury goods or 
ready-to-wear. Yet, it is neglected when it 
comes to the smaller or the local sector, to 
protect these intellectual assets. In the 
present business environment, the primary 
source of competitive advantage for all 
businesses, including those in the fashion 
industry is original creative expressions and 
innovation. 

The fashion industry is growing better and 
faster than ever. Since fashion is not just 
restricted to clothing or apparel but also 
extends to luxury goods and therefore 
Intellectual Property Rights (IPR) has been a 
great impact in this sector. IP rights in 
global fashion is significantly growing its 
importance as fashion designers have 
frequently complained about their designs 
being pirated or copied. Such so-called 
plagiarism is plaguing the growth of this 
industry and hence, needs to be curbed.  

The different aspects of IP in fashion or any 
other industry is: copyright, trademark and 
patents.  

Copyright: 
Copyright is the protection for original 
literary or artistic work. It includes the 
creative element of fashion design and 
cannot include the physical functionality. 
While the article of clothing itself cannot be 
copyrighted but the design of the products 
can be copyrighted, such as print pattern.  

Trademarks: 
Trademarks cover signs, logos, quotes and 
symbols, and in the fashion industry, brands. 
Brands are incredibly important in the field 
of fashion, and since fashion patents are 
harder to get fashion companies will go to 
great lengths to protect their unique brands, 
for this many fashion companies use 
trademark protections instead. 

Trademarks are cheaper and convenient to 
get as compared to the patents and generally 
takes less time to obtain. But unfortunately, 
the flaw with trademarks is that it cannot 
protect the entire article/product, it can only 
protect the logo or symbol on that product. 

Patents: 
A creation needs to be useful, novel and 
innovative in order to be patentable. 
Although artistic creations cannot be 
patented and hence, patents may not 
immediately come to mind while talking 
about the fashion industry. Also the trends in 
fashion often change every moment, so 
getting a patent is not worthy, and also 
patents can be highly expensive until there is 
a design that can be repeated each year. 
However, technical innovations can equally 
put a fashion business ahead of the 
competition. 
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Fashion patents provide the creators the sole 
legal right for their creation, be it a product, 
design, or process related to the fashion 
business. Hence, by obtaining a patent on a 
novel creation, a company/creator can 
protect its right to its own intellectual 
property (IP).  
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Information Disclosure of 
Foreign Applications 

Manish Kumar 

Introduction  

The (Indian) Patent Act, 1970 (“Act”) 
mandates every applicant to disclose all/any 
information related to a patent application 
for the same or substantially same 
inventions filed outside India. This 
requirement facilitates the patent office in 
examining the patent application. This 
article focusses on ‘Information Disclosure’ 
of foreign applications filed during the 
patent prosecution. 

Global Scenario 

The patent applicant is required to furnish 
information related to corresponding foreign 
applications in most of the countries. In 
U.S., an applicant has a duty to file IDS 
(Information Disclosure Statement) 
enclosing all information material to the 
Patentability of the invention to the USPTO. 
Failure to comply with this requirement may 
lead to patent invalidation. 

In Europe and China, only the copy of prior 
art search/patent examination reports shall 
be provided to the concerned patent office 
upon request. Failure to comply with this 
requirement may result in withdrawal of 
application. 

Statutory Provision in India 

Section 8(1) of the Patent Act, 1970 
mandates an applicant to voluntary furnish 
Form 3 mentioned under Second Schedule 
of the Patent Rules, 2003 enclosing — 

 A statement setting out detailed 
particulars about patent applications 
filed outside India by him or any 
person claiming through him for the 
same or substantially same 
invention; and  

 an undertaking that he would keep 
the Controller informed in writing 
from time to time of detailed 
particulars in respect of every other 
application relating to the same or 
substantially the same invention, if 
any , filed in any country outside 
India subsequent to the filing of the 
statement. 

In addition to the above, Section 8(2) of the 
Act requires filing of information upon 
request by Controller in relation to patent 
applications filed outside India for the same 
or substantially the same invention.  

Timeline for filing Form 3 

 The applicant should file the 
statement and undertaking as 
mentioned in Section 8 of the act 
within 6 months of filing the Indian 
Patent application. 

 Where foreign application are filed 
subsequent to the filing of form 3 
then detailed particulars of such 
applications shall be filed within 6 
months of such filing. 

 The information required by the 
Controller under Section 8(2) shall 
be furnished within 6 months from 
the date of such communication from 
the Controller.   

In case an applicant misses out on any of 
the above mentioned deadline, he can 



 
5 

file a petition under Rule 137 of the 
Patent Rules, 2003 to condone the delay 
in filing Form-3. However, the 
condonation depends on the discretion of 
the Controller. 

Repercussion for non-observance of 
section 8 

If the Applicant does not disclose the 
information required by Section 8 or furnish 
information which is false to his knowledge 
then it can be a ground of  

 Pre-grant Opposition under Section 
25(1)(h) of the Patent Act, 1970; or    

 Post-grant Opposition under Section 
25(2)(h) of the Patent Act, 1970; or 

 Revocation of Patent under Section 
64(1) (m) of the Patent Act, 1970. 

Case laws related to non-observance of 
section 8 

In Chemtura Corporation v. Union of 
India1, the applicant did not disclose the 
adverse USPTO and EPO prosecution 
history in which the claims of patent 
application were narrowed down to an 
acceptable limit. The Court while revoking 
the patent held that, the conduct of the 
applicant while complying with Section 8 
requirement is important. The applicant 
should be forthcoming and should not 
conceal any adverse examination reports. 

In Roche v. Cipla2, the Court didn’t revoke 
the patent even though it concluded that 
Section 8 had not been complied by Roche. 
It relied on the fact that, Section 64 uses the 
word ‘may’ which gives the discretion to the 

                                                             
1 2009(41) PTC260 (Del). Decided on 28.08.2009 
2 2008(37) PTC71 (Del). Decided on 2008(37)PTC71(Del) 

court not to revoke the patent based on the 
facts. 

In Tata Chemicals Ltd. v. Hindustan 
Unilever Ltd. (HUL)3, The Intellectual 
Property Appellate Board (IPAB) revoked 
the Patent for non-compliance with Section 
8 of the Act relying on the fact that the ISR 
and IPER were not submitted by the HUL 
and the status of the Great Britain 
application was not updated in Form 3.  

In Ajanta Pharma Ltd. v. Allergan4, the 
appellant Filed for revocation of Allergan’s 
patent on Gangfort and Combigan in which 
one of the ground was non-disclosure of 
information under Section 8 of the Act. The 
IPAB held that when the Respondent had 
given an undertaking to furnish the detailed 
particulars from time to time in Form 35, he 
can’t avoid this obligation by stating that 
there are search engines from which 
information can be culled out or the fact that 
the information is available on the website. 
Hence, due to the non-compliance to Section 
8 of the Act the IPAB revoked the patents. 

In Sukesh Behl v. Koninkliike Philips 
electronic6, the Delhi High Court opined 
that it is always open to the Court to 
examine the question whether the omission 
to furnish the information was deliberate or 
intentional. The revocation would follow 
only if the court is of the view that the 
omission to furnish the information was 
deliberate.  

 

                                                             
3 MANU/SCOR/15045/2014. Decided on 09.04.2014 
4 2013(56) PTC146 (IPAB). Decided on 08.08.2013 
5  Second schedule Patent Rules, 2003.  
6 228(2016) DLT39. Decided on 19.01.2016 
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Conclusion 

Non-compliance to Section 8 provides a 
ground where patent can be revoked 
irrespective of the fact that invention is 
novel, non-obviousness and useful. This 
procedural requirement is based on the 
conduct of the patent applicant. Initially, the 
judiciary took a strict stance insofar as 
fulfilling the requirements of Section 8 was 
considered as a ground for revoking patents. 
However, with the advancement in time, the 
courts have eased their verdict with regard 
to compliance with Section 8. Hence, the 
power conferred under the Patent act for the 
revocation is discretionary and not 
mandatory and to be exercised on the facts 
and circumstances of each case. 
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Incremental Inventions in 
Pharmaceutical Industry & 
Section 3(d) – A future 
perspective 
 

Introduction 

It takes at least ten years for a 
new medicine to complete its journey from 
initial discovery to marketplace in treating 
patients. The screening process for a 
potential drug candidate starts with 10,000 
drug candidates and ends up with only one 
approved drug. The cost involved in taking a 
prescribed medicine to a market place is 
estimated to cost the drug makers $2.871 
billion according to a recent study by Tufts 
Center for the Study of Drug Development 
and published in the Journal of Health 
Economics. This being the process of drug 
development, India’s position characterized 
as a strong generic nation and a low R&D 
investment towards drug development till 
pre-2005 took certain gestational time in 
becoming an innovator country from just an 
imitator country. India’s Patents Act 1970 
Amendment in 2005 to become TRIPS 
compliant in granting pharmaceutical 
product patents paved the way for a 
formidable increase in filing of 
pharmaceutical patent applications in India 
and in abroad. The dramatic improvements 
in the number of patents filed were aimed to 
save lives and improve health through 
break-through innovations as well as 
incremental innovations. Breakthrough 
                                                             
1 https://www.outsourcing-
pharma.com/Article/2016/03/14/Tufts-examines-
2.87bn-drug-development-cost 

inventions usually include development of 
first-in-class medicine, with a new 
mechanism of action whereas incremental 
inventions include improvements in 
therapeutic quality, safety, and efficacy over 
existing medicines. The following article 
discuss in detail the role of incremental 
inventions in the pharmaceutical industry, 
impact of Section 3(d)2 1970 and the 
prospective impact in the Indian market. 

Incremental Invention  

Improving the properties of existing 
medicines involves various types such as a 
process for expanding therapeutic classes of 
drug; increase the number of available 
dosing options, discovering new 
physiological interactions of known 
medicines, improving properties of existing 
medicines such as metabolism, reduced 
adverse effects and other delivery systems. 
Incremental inventions can also include 
reformulating an existing medicine to adapt 
children compliance with treatment regimes, 
to increase the shelf-life of a medicine, to 
improve the heat stability of a medicine so 
that it remains effective under diverse 
environments. 

Expanding therapeutic classes3 is to 
identify, understand and explore human 
physiological pathways such as biological, 
metabolic and disease mechanisms. Once a 
new pathway is discovered, medicines 
exploiting it are generally categorized into a 
“class”. The existing first medicine is used 
as a benchmark for safety, efficacy and 
quality. 
                                                             
2 Indian Patents Act 1970  
3http://www.indiaenvironmentportal.org.in/files/USI
BCIncrementalInnovationReportFinal.pdf 

https://www.outsourcing-
http://www.indiaenvironmentportal.org.in/files/USI
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TABLE:1 Expanding therapeutic classes of 
various diseases 

Disease Existing 
Mechanisms 

New 
Mechanisms 

Diabetes GLP-1 
(albiglutide, 
dulaglutide, 
lixisenatide)  
DPP IV 
(anagliptin, 
gemigliptin, 
teneligliptin, 
trelagliptin)  

SGLT inhibitor 
(canagliflozin, 
dapagliflozin, 
empagliflozin, 
ipragliflozin, 
tofogliflozin)  
 

Hepatitis 
C 

NS3/4A 
proteinase 
inhibitor 
(asunaprevir, 
BI 201335, 
simeprevir)  

NS5A inhibitor 
(daclatasvir)  
 

Ovarian 
cancer 

Folate-
targeted drug 
conjugate 
(vintafolide)  

Kinase 
inhibitor 
(nintedanib)  

  

 Improving dosing options4 aims at 
improving the efficacy of a medicine by the 
way it is delivered for patients use. The 
active pharmaceutical ingredient (API) is the 
therapeutic component of a medicine which 
interacts with a physiological pathway to 
bring out a desired effect. During metabolic 
processes, APIs are degraded to become 
ineffective compounds. To enhance the 
bioavailability of APIs, new delivery 
mechanisms are formulated. Further, 
treatment regimens are simplified by 
formulating other dosing options. A 

                                                             
4http://www.indiaenvironmentportal.org.in/files/USI
BCIncrementalInnovationReportFinal.pdf 

medicine’s rate of absorption plays a crucial 
role in determining its therapeutic value. 

 Development of controlled release 
formulations of anti-hypertension 
drugs has resulted in greater 
efficacy, safety and patience 
compliance in case of cardiovascular 
therapy5. 

 Insulin administered through an 
inhaler has been shown to have a 
more rapid onset of action than 
injected insulin in case of Type-1 
diabetes. 

 Modifications in the formulation of 
interferon alfa (IFNα) from a rapid 
absorption rate to a slow absorption 
rate using a process called 
pegylation raised the response rate 
to about 54-56% as against the 
previous 38-43% thereby increasing 
patient compliance in case of 
hepatitis C-virus infections. 

An existing medicine can find its use 
in addressing conditions beyond its 
indicated first recorded use for treating a 
particular disease condition. However, 
in many cases the exact nature of such 
therapeutic effects may not be 
completely understood because of lack 
of clinical trial data at that stage and a 
regulatory approval may not be there in 
place for these indications.  
Unexpected new indications are mostly 
identified through market-use or 
through post-marketing research in the 
existing class. Beta blockers, for 
example are currently identified to have 

                                                             
5 https://www.gsk.com/media/2943/incremental-
innovation-policy.pdf 

http://www.indiaenvironmentportal.org.in/files/USI
https://www.gsk.com/media/2943/incremental-
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more than 20 different uses. Another 
example is Rituximab which was 
originally approved for the treatment of 
cancer, was later found to be useful in 
the treatment of rheumatoid arthritis. 

 Section 3(d) – A bottleneck that prevents 
patenting incremental inventions? 

Section 3(d)6 adds an additional 
hurdle to pharmaceutical patents, besides the 
novelty, inventive step and capable of 
industrial application requirement thereby 
adding additional criteria of “enhanced 
efficacy”. 

Section 3(d) of the Indian Patents 
Act 1970, as amended in 2005, reads “the 
mere discovery of a new form of a known 
substance which does not result in the 
enhancement of the known efficacy of that 
substance or the mere discovery of any new 
property or new use for a known substance 
or of the mere use of a known process, 
machine or apparatus unless such known 
process results in a new product or employs 
at least one new reactant”. Explanation. -
For the purposes of this clause, salts, esters, 
ethers, polymorphs, metabolites, pure form, 
particle size, isomers, mixtures of isomers, 
complexes, combinations and other 
derivatives of known substance shall be 
considered to be the same substance, unless 
they differ significantly in properties with 
regard to efficacy. 

However, the Indian patent act does 
not define terms such as ‘enhancement of 
known efficacy;’ ‘derivatives;’ or ‘differ 
significantly in properties with regard to 
efficacy’.  
                                                             
6 Indian Patents Act, 1970 

Incremental inventions involve the 
discovery of new forms and uses of existing 
chemical compounds or substances, which 
lead to the development of safer, more 
efficacious and more useful drugs that are 
better suited to particular patient profiles or 
needs and result in improved patient 
compliance and greater overall well-being. 
Therefore, it is evident that under Section 
3(d)7, incremental inventions, including new 
forms of known pharmaceutical substances 
are not patentable unless they result in 
significantly enhanced “efficacy” of the 
active substance. 

NOVARTIS AG’S Vs UNION OF INDIA 
& ORS Case8: 

Gleevec (imatinib mesylate), 
produced by the pharmaceutical company 
Novartis, is prescribed in the case of 
Chronic Myeloid Leukemia, one of the most 
common blood cancers in eastern countries. 
After more than a decade of legal battles 
surrounding its patentability, the Supreme 
Court of India gave its final decision on 
April 1st of 2013 rejecting patent application 
for 'Gleevec' on the grounds of Section 3(d) 
that aims to restrict ever-greening' and 
patenting of new use or new form of existing 
pharmaceutical substance without any 
noticeable increase in efficacy. 
Unfortunately, "neither the Indian patent 
statute nor its implementing rules define 
'efficacy'", and there are no available 
guidelines for companies like Novartis 
seeking second-generation patents (i.e., 
extended patents on modifications of 
                                                             
7 Ibid. 
8http://www.mondaq.com/india/x/612674/Patent/S
ECTION+3D+HURDLE+OR+ADVANTAGE+TO+THE+PH
ARMACEUTICAL+SECTOR+AN+INDIAN+PERSPECTIVE 

http://www.mondaq.com/india/x/612674/Patent/S
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previous products) .This is a landmark case 
because it represents critical issues related to 
intellectual property protection and access to 
medicines, which will impact how 
multinational pharmaceutical companies 
conduct business in India in the future, as 
well as India's role as the "Pharmacy of the 
Developing World". 

Rationale behind Section 3(d)9  

The main rational behind not 
granting patents for incremental inventions 
under Section 3(d) is to avoid “ever-
greening” that is to increase the patent’s life 
on a drug product by seeking additional 
patent coverage for modifications of the 
product. Patent ever-greening prevents the 
entry of inexpensive generics into the 
market. Such a scenario keeps the drug 
prices elevated and prevents access to 
medicine by public. 

Need for better clarity on different 
aspects of Section 3(d) 

While we have a landmark judgment, 
where the interpretation of Section 3(d) by 
the patent office, IPAB and Indian courts 
reiterated the requirement of direct evidence 
for the enhancement of known efficacy of 
drugs, there is a need for more elaborate 
explanation of the different aspects of 
Section 3(d)10. 

The question “when such an active 
substance should be regarded as a new 
active substance (NAS) in relation to the 
relevant reference active substance and what 
level of evidence would be required to 
confirm the designation as a new active 
                                                             
9 Indian Patents Act, 1970. 
10 Ibid. 

substance” is clearly dealt in the Directive 
2001/83/EC of the European Parliament11, 
published by Europeans Medicines Agency.  

The said directive throws more light 
on what might constitute a significant 
difference in safety and/or efficacy to justify 
new active substance status. 

                                                             
11https://www.ema.europa.eu/en/documents/scient
ific-guideline/reflection-paper-considerations-given-
designation-single-stereo-isomeric-form-
enantiomer-complex_en.pdf 

https://www.ema.europa.eu/en/documents/scient
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         Evidence likely to be sufficient Evidence unlikely to be sufficient 
Significant changes to the dosing frequency (e.g. bd to 
od) or another route of administration mandated by 
significant differences in safety and/or efficacy 
properties 

Changes to pharmacokinetics alone 
(that do not alter elements 

Changes to the overall efficacy at clinically relevant 
doses (e.g. clinically and statistically significant 
difference in the primary endpoint) 

Preclinical differences that are 
inconclusive or unlikely to result in 
significant changes in clinical efficacy 
or safety; 

Clinically relevant changes that result in differences to 
contraindications, warnings or clinically significant 
adverse reactions 

Extrapolation between studies (i.e. the 
claim for significantly different efficacy 
is based on a study or studies with the 
reference active substance and a 
different study or studies with the 
proposed form): a direct head-to-head 
comparison is generally preferred in a 
sufficiently powered study to show a 
clinically and statistically significant 
difference 

Clinically relevant changes that affect significantly 
drug: drug interactions such that the population able to 
take the drug is significantly different; such changes 
may be demonstrated in drug: drug interaction studies; 

The widening of the patient population 
(either within the current indication, or 
to a different indication) to groups not 
previously studied for the reference 
active substance, if not substantiated 
with other robust data. 

Clinically relevant changes that allow the product to 
be used in a wider patient population within the 
current indication or previously excluded sub-groups 
(e.g. the product is to be used in the patient population 
which previously was excluded due to significant 
safety concerns or lack of efficacy 

 

Compelling preclinical data where it is not feasible to 
conduct head to head clinical studies, e.g. differences 
in reproductive toxicity or carcinogenicity, or the 
reference active substance is not authorised for the 
proposed indication 

 

 

The determination of enhancement of 
efficacy of the substances only in terms of 
percentage over the efficacy of the previous  

 

drug/substance will limit the ambit of all the 
evidences stated above that might constitute 
a significant difference in safety and/or 
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efficacy to justify new active substance 
status. 

Conclusion 

Though the objective of Section 3(d) 
to prevent frivolous patenting in the form of 
ever-greening of pharmaceutical products is 
praiseworthy it is of pivotal importance to 
incentivize the R&D sectors of major India 
Pharmaceutical companies. Incremental 
inventions are built constant improvements 
in the pharmaceutical sector. Incremental 
inventions should not be viewed as mere 
‘trivial’ and ‘easy’ as a general notion. 
Equating all kinds incremental inventions to 
ever-greening would fail to protect the 
genuine inventions that could benefit 
millions of people1. As seen above, 
incremental inventions in many cases are the 
fruit of quite an inventive effort. On the 
other hand, Section 3(d) is purported by the 
countries of the world as a bottleneck in 
patenting incremental inventions that do not 
result in significantly enhanced efficacy. In 
view of the above, Section 3(d) has to be 
interpreted in light of the guidance discussed 
in the European Directive, so to avoid 
confusion and to improve clarity on the 
evidences that are required to determine 
enhanced efficacy. In order to encourage 
incremental inventions and promote 
pharmaceutical innovation in India, it is 
important to identify new physical forms 
and new derivatives of existing 
pharmaceutical substances that fall outside 
the purview of Section 3(d). Alternatively, a 
detailed guidance on examination of 
incremental inventions under Section 3(d) of 

                                                             
1 http://nujslawreview.org/wp-
content/uploads/2016/12/meghna-banerjee.pdf 

the Indian Patents Act can be issued by 
patent office to provide more clarity hence 
resolving the ambiguities. 

  

http://nujslawreview.org/wp-
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Patents and Public Health 
By Tushar Kohli 

Introduction: 

Over the past years, scientific and 
technological innovation has broadened the 
scope for improvement in health conditions 
relating to malaria, tuberculosis and most 
recently avian influenza, which has 
continued to create major problems in many 
parts of the world. The patent system is 
designed in a way to promote technological 
innovation while ensuring that the 
worldwide population is benefited from the 
same.  

R&D in Drug Industries: 

Generally, any new development in drug 
industries amounts from heavy investments 
along with long-term research. Once, the 
drug is manufactured, the next stage is 
clinical trials and regulatory approval 
procedures. The motivation for necessary 
investments into the research for developing 
new drugs is derived from the exclusive 
right, which is conferred by a patent for a 
period of 20 years. The ownership and 
licensing policies associated with the 
innovations plays a major role in the 
promotion of effective deployment of 
general public funds and research and 
development programmes. The current 
patent system makes the process conducive 
by making the information about the 
innovations available to the general public 
that is freely available to other researchers 
from the same background to make 
improvements on the existing technologies.    

Protection of Innovation in Drug 
Industries: 

The Agreement on Trade-Related Aspects of 
Intellectual Property Rights (TRIPS) 
introduced a new and important 
international framework for IPR, which in 
turn has an important implication on the 
health sector. Some of the obligations in 
respect of the protection of innovations 
include1: 

 to recognize patents for inventions in 
all fields of technology, with limited 
exceptions; 

 not to discriminate with respect to 
the availability or enjoyment of 
patent rights; 

 to grant patent rights for at least 
twenty years from the date of 
application; 

 to limit the scope of exceptions to 
patent rights and to grant compulsory 
licenses only under certain 
conditions; 

 to effectively enforce patent rights. 

World Trade Organization (WTO) countries 
are obliged to comply with the TRIPs 
agreement. In implementing the TRIPs 
provisions, WTO member countries can, 
however, develop their own patents and 
other intellectual property laws in response 
to the characteristics of their legal systems 
and developmental needs.  

Different countries treat patent issues such 
as exclusive rights, compulsory licenses and 

                                                             
1 Integrating Public Health Concerns into Patent 
Legislation. Available from 
http://apps.who.int/medicinedocs/en/d/Jh2963e/5.
1.html 

http://apps.who.int/medicinedocs/en/d/Jh2963e/5.
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scope of protection in different ways. For 
example, developing countries have their 
own IPR policies and rules and further, has 
scope for devising and implementing their 
own solutions on specific matters. On the 
other hand, developed countries opt for legal 
systems that confer strong patent rights. 
Countries that are less technologically 
advanced, have a preference to promote 
technology transfer required for 
development and to enhance competition in 
order to secure access to goods, services and 
technologies on the most favorable market 
terms.  

The protection of public health is one of the 
most critical issues in developing countries. 
A large part of the world’s population still 
lacks access to necessary drugs. For 
instance, in Africa, over 50 per cent of the 
population lack that access. An estimated 
1.5 billion people are not expected to 
survive till the age of 60, and more than 880 
million people lack access to healthcare. 

Procurement options for developing 
countries: 

Developing countries can explore the 
following options to make medicines 
available to their citizens at a low price: 

Compulsory licensing:2 
The TRIPs Agreement provides many 
options to deal with the issue of patents. The 
most important is to provide compulsory 
licensing including “government use” 
licensing. A compulsory license authorizes a 
person to use the patent other than the patent 

                                                             
2 Integrating Public Health Concerns into Patent 
Legislation…http://apps.who.int/medicinedocs/en/d
/Jh2963e/5.1.html 

holder. Article 31 of 3the TRIPS Agreement 
permits a compulsory license to be granted 
for any purpose, with certain conditions 
such as “adequate remuneration” to the 
patent holder, and non-exclusive licensing 
rights. 

Generic buying: 
The consumers and procurement authorities 
can purchase generic or off-patent 
medicines, which are no longer covered by 
patents and are available in the market at 
low prices.  

Parallel importation: 
By parallel importation, countries can 
identify the lowest price for the marketed 
medicines and import them without the 
consent of the patent holder in the importing 
country. 

Price Negotiation: 
The countries can make an attempt to 
negotiate with the patent holders for the 
lowest price. It is evident from the fact that 
many Pharma companies have already 
offered discounts to the poor countries for 
medicines such as antiretrovirals used to 
treat HIV-AIDS. The procurement 
authorities in the respective country play an 
important role to negotiate at a better price.   

Conclusion: 

Objective of public health goals can be 
achieved by including people from both 
general and private sectors, through 
authority help, authorizing of innovation, 
joint endeavors and different modalities. The 
viability of such task heavily relies on 
developing country, wherein the developed 

                                                             
 

http://apps.who.int/medicinedocs/en/d
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countries need to relinquish the utilization of 
one-sided activities for acquiring the 
security of business interests of their patent 
holders in the developing countries. The 
above-mentioned worldwide co-operation 
would help in recognizing the basic rights of 
any individual to access the health care and 
further helps in the government’s 
commitment to secure and promote general 
health. 
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Impact of paragraph 6 of 
DOHA declaration on public 
health 

 Arnika Sharma 

Under Trade-Related Aspects of Intellectual 
Property Rights (TRIPS)' there was no 
access to medicines for underdeveloped 
countries for treating serious health issues. 
This was due to lack of manufacturing 
capacities of such countries in producing 
medicines for various uncontrolled diseases. 
Hence, to make an easy access to medicines 
for serious diseases, DOHA declaration was 
adopted by World Trade Organization for 
the underdeveloped countries which was 
restricted under TRIPS. 

Paragraph 6 of the DOHA declaration: 

Paragraph 6 of DOHA declaration submitted 
by developing countries and which came out 
as a solution for TRIPS restrictive policies 
under which export was added as the 
patenting right in TRIPS agreements.  

Key points of Paragraph 6 states: 

 Permits the manufacturing and 
export of patented medicines by 
third parties to countries 
lacking the capacity to 
manufacture such products. 

 No decision was taken on this 
proposal, as it was postponed 
under paragraph 6 of the Doha 
Declaration on Public Health.1 

                                                             
1 http://ijlt.in/wp-content/uploads/2015/08/Daya-
Shankar.pdf 

In the Paragraph 6 Solution, the General 
Council has waived the obligations set out in 
paragraphs (f) and (h) of Article 31 of the 
TRIPS Agreement with respect to 
pharmaceutical products, prescribing 
specific conditions for exporting and 
importing countries. The exporting country 
can export such drugs only when it has made 
a notification to the Council for TRIPS: 

 specifying the names and expected 
quantities of the product(s) needed 

 Confirming that the importing 
Member does not have the 
manufacturing capacity or has 
insufficient manufacturing capacities 
in the pharmaceutical sector for the 
product(s), and;  

 Confirming that a compulsory 
licence has been issued in its 
territory under Article 31 of the 
TRIPS Agreement.2 

Conclusion 

Though paragraph 6 of the DOHA 
declaration was a solution to a restrictive 
TRIPS agreement of trade of medicines, it 
was not able to resolve the problem of easy 
access to affordable medicines due to lack of 
resources and infrastructure. Also, public 
health protections under TRIPS must be 
recognized for public health and taking 
forward the trade of medicines within 
developed and underdeveloped countries to 
an ease.  

                                                             
2 Ibid. 

http://ijlt.in/wp-content/uploads/2015/08/Daya-
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Internet of things & India 
Pooja Yadava 

Introduction 

Internet of Things or IoT is an approach to 
interrelating computer devices, objects, 
digital and mechanical machines, 
automobile and animals or humans. Without 
any human to human or human to machine 
interaction, IoT can collect and transfer data 
with the help of unique identifiers. IoT can 
be a public or private sector bank that has 
built-in-sensor to alert the respective person 
against any wrong activities for example; a 
patient with a brain monitoring implant, a 
biometric machine in the office to record 
attendance of employees, CCTVs and air-
conditioners.  

Development of IOT 

In 1999, IoT was first encountered by Kevin 
Ashton who is the co-founder of the Auto-
ID Center at MIT. Kevin Ashton said, 
“Today computers, and, therefore, the 
Internet, are almost wholly dependent on 
human beings for information. Nearly all of 
the roughly 50 petabytes (a petabyte is 1,024 
terabytes) of data available on the Internet 
were first captured and created by human 
beings by typing, pressing a record button, 
taking a digital picture or scanning a bar 
code. The problem is, people have limited 
time, attention, and accuracy. All of which 
means they are not very good at capturing 
data about things in the real world. If we had 
computers that knew everything there was to 
know about things, using data they gathered 
without any help from us, we would be able 
to track and count everything and greatly 

reduce waste, loss, and cost. We would 
know when things needed replacing, 
repairing or recalling and whether they were 
fresh or past their best.” 1 

IOT & Intellectual property rights 

IoT based giant companies are showing 
interest in intellectual property rights to 
protect their inventions. There have been 
debates over the patentability, copyright and 
infringement of IoT for a long time. At 
present, in order to provide better services, 
most of the devices are required to be 
connected through the help of these standard 
technologies like household devices, 
medical devices and electronic devices. In 
such case, patenting these standard 
technologies could hamper the growth of 
IoT. However Samsung, Apple and 
Qualcomm show through their examples 
that there are many standard technologies 
and inventions that can be patented. These 
patents will play a crucial role in invention 
and technology promotion and will 
encourage inventors or owners to take 
innovative steps in IoT developments. 

IoT & Major Companies 

India is a growing country and the market 
potential of the IoT is estimated to reach 
USD 9.2 billion by 2020. IoT in miniature 
devices are a result of the advancements of 
wireless communications, micro-
electromechanical systems technology, and 
digital electronics. These devices have the 
ability to compute, analyze, sense and 
communicate wirelessly for short distances.  

                                                             
1 https://www.dataversity.net/brief-history-internet-
things/#  

https://www.dataversity.net/brief-history-internet-
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Samsung Electronics, The Korean giant, has 
approximately 200 unique Indian patents/ 
designs and is providing services, 
information, devices to people who are 
actively interconnected. However, 
Qualcomm and IBM have also filed a chunk 
of patent applications in India. 

The major focus of these software giants is 
towards control systems, data acquisition, 
and monitoring applications. A large number 
of published patent applications are showing 
interest in the security of connected devices 
and networks and safeguarding in the IoT. 

Home automation, wearable devices, smart 
cities and healthcare are the major 
application areas of IoT. Low-cost Bluetooth 
and NFC mobiles are miniaturized IoT 
devices in India which are providing better 
connectivity and communication with fewer 
discrepancies.  

 

Indian patent act and IOT 

On grounds of Section 3(k) of the Indian 
Patents Act, 1970, the software programs as 
such are not intended to be granted a patent. 
However, the patent documents which 
discloses about the software program 
incorporated with hardware devices 
including IoT, might be allowed by the 
controller for a grant. 

Conclusion 

Even though IoT shows promising future in 
India and will encourage further 
technological advancements but still there is 
a need for the legislature to adopt software 
programing, artificial intelligence and IoT, 
etc to be eligible for patents. So it’s high 
time for India to bring out a clear test of 
patent granting for computer-related 
inventions and for further advanced software 
technology investment. 
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Character Merchandising 
Ishan Sambhar* 

Introduction 

Character merchandising is a marketing 
method by which goods or services similar 
or related to the well-known real or 
imaginary character are made for appealing 
the customers. In other words, the idea of 
character merchandising simply refers to 
creating a merchantable product around a 
famous character, whether real or fictional. 
Concept of character merchandising 
incepted when Walt Disney Studios started 
licensing their famous characters in 1930s, 
to the present day film product placements 
such as ‘Toy Story’ where movies are 
produced around the characters to serve as a 
medium of promotion of toy characters. 
Development of the advertisement industry 
over the time has emphasized how the fame 
of famous characters can build cognizance 
and immensely blow out the admiration of 
such goods and services. Main source of 
characters for character merchandising is 
literary, dramatic, and cinematographic 
work1. 

Before going into the legal issues related to 
character merchandising let us first have a 
look into the types of character 
merchandising. 

Types of Character Merchandising 

Fictional Character Merchandising 

                                                             
* Patent Associate at Singh & Associates. 
1http://www.mondaq.com/india/x/768282/Tradema
rk/Character+Merchandising 

The concept of character merchandising was 
first initiated by Walt Disney Studio by 
putting separate department for licensing the 
right to use its cartoon characters Mickey, 
Minnie and Donald on different products. 
Popularity of the cartoon characters amongst 
the people makes them most merchantable 
characters ever created. Merchandising of a 
fictional character is basically done by 
placing name, image, sound/dialogues on 
the products. One of the Indian examples is 
the use of Mickey and Minnie cartoon 
characters on Cadbury chocolates. Use of 
different superhero characters on school 
bags and lunch boxes is another example of 
character merchandising of the fictional 
characters like cartoons. When a fictional 
character is created it automatically enjoys 
the copyright protection as a general rule in 
most of the legal systems, the author or 
creator is registered as the owner of the 
copyright over the created character. Where 
such character is created under the 
employment, then the employer becomes the 
first owner of the copyright.2 

What are the sources of these fictitious or 
cartoon characters? 

Literary work: literary work has 
been the largest source of 
fictional/cartoon character, talking 
about Marvel literature characters are 
explained with such detailing that the 
person reading it can literally 
visualize the character, most of the 
literary arts are accompanied by their 
visual art expressions. Cartoon 

                                                             
2 Nishant Kewalramani, “Character Merchandising”, 
Journal of Intellectual Property Rights,  Vol-17, pg- 
454-462 

http://www.mondaq.com/india/x/768282/Tradema
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character Tintin is the best example 
of this, it was created by Belgian 
cartoonist Georges Remi, and it was 
published for the first time in 
Belgian newspaper in 1929. With 
time Tintin became widely popular 
and appeared in many animated 
movies and television shows. It also 
appeared on Belgian postage stamps 
and Euro coins. Today, a big 
merchandising business revolves 
around the character of Tintin. 
 
Artistic work: artistic work like 
paintings of eminent artists also 
forms part of the merchantable 
characters. A number of paintings of 
Raja Ravi Varma, a well-known 
artist from India, have been used in 
merchandising. 
 
Cinematograph films: 
cinematographic films reaches a very 
large number of population around 
the globe because of being 
entertaining in nature. People feel 
connected to the characters of such 
cinematographic films which creates 
a connection with the consumers, 
hence various businesses across the 
globe uses movie characters for 
marketing their services and 
products. Animated movies like 
Adventure of Tintin, Kun Fu panda, 
Shrek are popular all around the 
world, whereas movies like Star 
Wars, Marvels avenger series have a 
huge market base. According to a 
study Disney’s revenue from 
merchandising and licensing is about 

US$ 28.6 Billion in 2010, which is 
almost 20 times greater than their 
theatrical revenue.3 

Celebrity Merchandising 

Celebrity merchandising can be understood 
under two heads: 

Personality Merchandising:  using 
identity of a famous person for 
marketing goods and services is 
called personality merchandising. A 
famous person can be from any field 
like sports, movies, music etc. The 
domain from which they belong 
gives them a unique persona which 
can be used in association with 
product and services. This is also 
known by the name of ‘reputation 
merchandising’. Personality 
merchandising improves business 
because of two reasons: firstly, 
people can immediately recognize 
and relate to the product endorsed by 
their favorite actor or personality and 
secondly, consumers tend to buy 
products which are has a picture or 
any connection with celebrities. 
 
Image merchandising- fictional 
character played by real person: in 
the simplest sense image 
merchandising is using of a fictional 
character played by a real life 
person. Fictional characters are 
usually created in a literary work and 
at the time of making of 
cinematographic films from the 
literary work, the characters are 

                                                             
3 Ibid. 
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played by the actors. In such cases, 
such character is identified by the 
person who has played that role. 
People can easily relate when they 
see their favorite character from a 
film. Some of the examples are 
Sherlock Holmes and Iron Man 
played by Robert Downy Junior, 
Captain Jack Sparrow played by 
Johnny Depp etc. 

Character Merchandising and Legal 
Perspective 

Issues related to personality rights: 
every individual has two rights 
related to personality ‘right to 
privacy and right to publicity’. Right 
to privacy is a common law right 
which prevents any person from 
interfering in private and personal 
life of any other person. Intrusion in 
privacy of any individual constitutes 
a tort under the common law 
practice. Under US legal system use 
element of any individual’s 
personality constitutes invasion in 
the privacy of such person. 
 
Norris v. Moskin Store  Inc,4 four 
acts which are recognized as 
invasion of privacy: 

a) Intrusion upon one’s 
physical solitude  or 
seclusion; 

b) Public disclosure of 
embarrassing private  facts 
of an individual; 

c) Flash light i.e., putting a 
person in a false, non-

                                                             
4 272 Ala 174 (Ala, 1961) 

necessary to be 
defamatory and 

d) Appropriation of one’s 
personality for 
commercial gain. 
 

Copyright and character 
merchandising: the producer of a 
cinematographic film is considered 
to be the author of the film. When 
we talk about fictional character 
based films the producers have 
complete right to exploit the 
character in a manner they desire. 
Cases where a role is played by a 
real life person producer may have to 
see some limitations in exploiting the 
character in question or need to take 
consent of the person playing such 
character. Principle behind giving 
copyright to the author is to 
recognize and give incentive to the 
author for his contribution and 
labour. Advocates of the celebrity 
right aver that a celebrity also puts 
his labour in creation, hence, that 
makes him also eligible to be 
incentivized for his contribution5. 
 
In most of the cases conflict arises 
with respect to image merchandising, 
on one side producer claims to have 
complete right to use an image from 
the film, on the other hand, celebrity 
claims it to be violation of his 
publicity right and such kind of 
usage of the image by the producer 
for endorsing any product is false. 
 

                                                             
5 Supra note 3. 
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The Indian Copyright Act, 1957 
looks like the only system which 
provides for an explicit protection 
for the rights of copyright holders 
and the producers. Section 2 (d)(v) 
of the Copyright Act declares 
producer of a cinematographic film 
as the author of that film and gives 
him exclusive right to make copies 
of the film or any photograph from 
any image from that film within the 
meaning of Section 14 (d) of the Act. 
If we take a look at the Section 38(4) 
of the Act, it states that, ones a 
performer has consented for putting 
his performance in a 
cinematographic film his right over 
the performance does not subsist 
further. In other words, once any 
kind of performance has been added 
to a cinematographic film with due 
consent, all rights goes to the 
producer. 
 
Indian Constitution: In case of 
conflicts related to character 
merchandising, to be specific 
personality merchandising India 
mostly takes recourse to old 
constitution principle of ‘right to 
publicity’ or common law principle 
of passing off. Looking at the pace at 
which entertainment industry is 
growing these principles are 
becoming vague. Article 21 of the 
Indian Constitution contemplates 
about right to life and personal 
liberty. Delhi High Court in 2003 
opined that the right to publicity of a 
celebrity is enshrined in Article 21 of 

the Constitution (ICC Development 
International v. Arvee Entreorises). 
Present observations shows that the 
Indian constitution does not cover 
the interests of the producers and 
copyright owners. 
 
Contractual Issues: endorsement 
related conflicts are common among 
the copyright holder and celebrity. 
For example: a celebrity may 
endorse a brand of a particular field 
and goes under contract of not 
endorsing any other brand from the 
same or substantially same field 
during the subsistence of this 
contract. On the other hand, the 
producer of a film in which the same 
celebrity has worked allows a still 
from that film to be used for 
endorsing a brand from the same 
field. In such a situation a conflict 
might arise between two brands from 
the same field and company might 
bring an action of breach of contract 
against the celebrity. 
 
Trademark related issues: graphical 
representation of any name or mark 
which can lead to the source of a 
product or service is called 
trademark. Owner of a trademark 
enjoys exclusive right to use such 
mark and unauthorized use of such 
mark amounts to infringement of 
such trademark. A situation where 
the trademark is not registered, then 
the owner of the trademark can seek 
remedy under common law of 
passing off. Mostly owners of a 
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character registers trademark or goes 
for a remedy under passing off for 
stopping anyone from using any 
character or from using any 
indication which shows the 
customers any kind of connection 
between the product and character. 
An association of a celebrity with a 
product puts fame of celebrity on the 
product and allows people to connect 
with the product instantly. 
 
In India the Trademarks Act, 1999 is 
the most utilized statute on 
adjudicating matter related to 
character merchandising. Provisions 
of the Trademarks Act are broad in 
nature and therefore are easy to 
apply on matters related to character 
merchandising. Section 102 and 103 
contemplates that, falsely using any 
trademark or falsely applying any 
trademark on any goods or services 
without consent of the respective 
trademark owner is an offence 
punishable with imprisonment and 
penalty. If any person wants to use 
any registered trademark on any 
goods or services he needs to take 
prior permission from the trademark 
owner and become registered user of 
the mark. 
 
As per Section 50(1) (d) of the Act6 a 
registered user of the trademark shall 
be removed if he does not maintain 
quality of goods and services 
according to the terms of licensing 
agreement. Situations where 

                                                             
6 The Trademarks Act, 1999 

trademark is not registered owner of 
such mark can recourse to the action 
of passing off. For succeeding in an 
action of passing off owner has to 
prove that his mark has a reputation 
and goodwill in the market and use 
of the same mark by defendant will 
result into damage upon the goodwill 
of the mark.  
Because of non-availability of any 
particular law with respect to 
character merchandising producers 
of cinematographic films and 
celebrities often opt passing off 
action for protection of their name. 
Owner of a fictional character can 
rightly protect their creation by 
registration under the Act, which will 
also be beneficial from the business 
point of view for licensing the 
characters. 
 
Star India Pvt Ltd v. Leo Burnett 
(India) Private Limited7 owner of a 
character enjoys right in the goodwill 
and reputation of such character. 
Whether a character is fictional or 
has been played by a real life person 
provided that the popularity of a 
given character has grown beyond 
the program or series to which the 
character is associated. 
D M Entertainment Pvt Ltd v. baby 
Gift house and others8 in this case 
defendant was selling dolls which 
looked like Daler Mehndi and also 
sang his songs. The Delhi High court 
ordered for transfer of the trademark 

                                                             
7 2003 (27) PTC 81bom, Para 13. 
8 MANU/DE?2043/2010, para 16 and 17 
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on the name ‘Daler Mehndi’ to his 
company DM entertainment and held 
that, the act of the defendant 
amounts to passing off.  
 
Trademark can be used to protect the 
names and likeness of a character 
and it sets up an intellectual portfolio 
around the character to structure a 
licensing module for the same. In 
light of the above mentioned facts it 
can be interpreted that resorting to 
trademark and passing off action to 
adjudge character merchandising 
disputes, in favour of the celebrity is 
unjust towards the copyright holder 
and demands an independent system 
to resolve character related disputes.9     
 
Disney Enterprises Inc. & Anr. Vs. 
Santosh Kumar &Anr.,10 the Delhi 
High Court held the respondent to be 
responsible for marketing products 
comprising depictions of characters 
such as Hannah Montana, Winnie the 
Pooh, etc. The merchandising 
privileges were possessed by the 
applicant. The Court held that, there 
was indeed an extreme amount of 
link between the applicant’s claims 
and the aforesaid characters which is 
the sole reason as to why any 
mention to these characters reminds 
the consumers exclusively of the 
applicants. This is another example 

                                                             
9 Sudhindra Nicole J S, Marvel,s superhero licensing, 
WIPO Magazine, 3 (2012)   
https://www.wipo.int/wipo_magazine/en/2012/03/
article_0005.html (last visited 21-06-2019) 
10 CS(OS) 3032/2011 

of fictional or cartoon character 
merchandising.    

Conclusion 

Looking at the present situation and 
above contemplated facts it has 
becomes necessary to provide a 
statute for dealing with character 
merchandising related issues, or to 
use existing statutes with broader 
interpretation where rights of the 
celebrity can be protected without 
disrupting the right of copyright 
owner.  

https://www.wipo.int/wipo_magazine/en/2012/03/
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